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DETAILED ACTION 

1 . This application has been examined. 

2. Claims 1-20 have been examined and rejected. 

i 

Claim Rejections - 35 USC§112 

3 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2v 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

4. Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claims contain subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The specification and figures only give a general 
explanation of how the invention works, but fails to give details as to how the invention is actually made. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 9 and 10 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

7. Claims 9 and 10 recite the term "several". This term makes it unclear as to how many different 
operating systems and processors. This renders the claim vague and indefinite. 

Claim Interpretation 

8. Claims 15-19 refer to "task managing applications". From the claim language and the 
specification, it was unclear as to what these "task managing applications" refer to. It was concluded, 
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from reading the prior art of reference, that the task managing applications referred to in the claims refer 
to the services, or "tasks" provided by or performed by the host. 



Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 

10. Claims 1-8, 10-14 are rejected under 35 U.S.C. 102(e) as being anticipated by Lew et al (U.S. 
Patent 6,385,567) herein referred to as Lew. 

11. As to Claim 1, Lew teaches: 

a. a memory operable to store instructions, wherein the instructions include at least one set 
of instructions for an emulated operating environment (column 3, line 66-column 4, line 1, 
column 4, lines 18-26, 33-36) wherein the memory is either the memory on the host computer or 
the remote storage device; 

b. a connector operable to connect the memory to a host computer (column 2, line 63- 
column 3, line 1, column 3, lines 46-48, "logical connections" and column 3, line 59-column 
4, line 6); 

c. a processor to: run an original operating system for the host computer; (column 4, lines 
11-15) and execute the set of instructions to create the emulated environment (column 4, lines 
18-22). 

12. As to Claim 2, Lew teaches a Universal Serial Bus as an input to the host computer (column 3, 
line 41). Therefore, a Universal Serial Bus Cable is used as a connector between the host device and the 
memory. 
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13. As to Claim 3, Lew teaches that input devices are often connected to the processor of the host 
computer by a serial port interface (column 3, lines 36-38). The serial port interface encompasses the use 
of an IEEE-1394 cable since it is a serial bus used for data transfer. 

14. As to Claim 4 and 6, Lew teaches that wireless signals can be used to connect the host computer 
and the memory (column 4, lines 4-5). The use of wireless signals with a network adapter and/or modem 
encompasses the use of an infrared or a wireless link in accordance with 802.1 lb. 

15. As to Claim 5, Lew teaches the connection of the host computer and memory as a LAN or WAN 
(column 3 lines 54-65) networking environment using a modem or "other means for establishing 
communications over a network". It is well known in the art that Ethernet cables are used for network 
connections between computers in a LAN or WAN environment. 

16. As to Claim 7, Lew teaches the host computer is personal computer compatible (column 2, line 
45). 

17. As to Claim 8, Lew teaches the host computer is Macintosh compatible (column 2, line 45). It is 
concluded that the statement "other environments are possible" includes the possibility that the host 
computer can be Macintosh compatible. 

18. As to Claim 10, Lew teaches the at least one set of instructions in memory further comprises 
multiple sets of instructions for several different processors (column 4, lines 48-52) wherein the 
instructions are the modules for several different processors, for example, native, 80386 or 80486 
processors. 

19. As to Claim 11, Lew teaches: 

connecting an emulation system having a memory device to a host computer having an original 
operating system (column 4, lines 18-26) wherein the emulation program, 211, may find physical 
form an indicia recorded on a storage medium (memory) such as the hard drive, diskette or 
optical disk, which are connected to the memory of the host computer by the system bus (Figure 
1, elements 23,32-34); 

using the original operating system to load a set of instructions from the memory device to the 
host computer (column 4, lines 27-31); 

executing the set of instructions to establish an emulated operating environment on the host 
computer (column 4, lines 57-59). 

20. As to Claim 12, Lew teaches user input designating the set of instructions to be loaded from the 
memory device (column 3, lines 32-34). It is concluded that the user input can choose an application to 
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be run from the remote storage device, designating the set of instructions to be loaded from memory 
based on the application chosen. 

21. As to Claim 13, Lew teaches selecting a set of instructions automatically wherein the set of 
instructions is made by the host computer (column 4, lines 31-36). It is concluded that when the host 
computer determines the operating environment to be simulated, it automatically loads the external 
modules necessary for execution. 

22. As to Claim 14, Lew teaches wherein connecting the emulation system to the host computer 
further comprises connecting the emulation system to an accessory device (column 3, line 46-column 4, 
line 6) wherein the emulation system resides on the host computer and the host computer is connected to 
an accessory device, therefore, the emulation system is connected to the accessory device. 

23. As to Claim 20, Lew teaches: 

connecting an emulation system having a memory device to a host computer having an original 
operating system (column 4, lines 18-26) wherein the emulation program, 211, may find physical 
form an indicia recorded on a storage medium (memory) such as the hard drive, diskette or 
optical disk, which are connected to the memory of the host computer by the system bus (Figure 
1, elements 23,32-34); 

using the original operating system to load a set of instructions from the memory device to the 
host computer (column 4, lines 27-31); 

executing the set of instructions under the original operating system (column 4, lines 57-59) to 
establish the memory device of the emulation system as an external memory device for the host 
computer (column 3, line 65-column 4, line 1). 

24. Claims 15-19 are rejected under 35 U.S.C. 102(e) as being anticipated by Gaines (U.S. Patent 
5,961 ,582) herein referred to as Gaines. 

25. As to Claim 15, Gaines teaches: a method of insulating an operating environment emulator from 
a host computer, the method comprising: 

a) blocking host task managing applications for an original operating system on the host computer 
(column 6, lines 47-55, column 9, lines 64-67) wherein the host refuses to perform the service; 

b) routing all inputs through the emulated operating system (column 7, lines 1-4, column 8, lines 43-48, 
column 9, lines 64-67); and 
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i e) activating an environmental shutdown if necessary to prevent interactions between the original 

operating system and the emulated operating system (column 7, lines 8-14) wherein the host refuses to 
perform the task requested by the emulated operating system. 

26. As to Claim 16, Gaines teaches: wherein blocking host task managing applications further 
comprises a complete block (column 7, lines 8-14) wherein the user's request is denied if it violates 
access permissions and the host system does not perform the service. 

27. As to Claim 17, Gaines teaches: wherein blocking task managing applications further comprises 
a partial block (column 7, lines 4-8) wherein the user's request is implemented only if it does not violate 
the access permissions, therefore, some of the requests from the emulated operating system are 
performed. 

28. As to Claim 18, Gaines teaches: wherein the interactions further comprise any interaction 
(column 7, lines 1-14) wherein any interaction is the "request for service". 

29. As to Claim 19, Gaines teaches: wherein the interactions further comprise interactions selected 
by a user (column 8, lines 43-48). 

Claim Rejections - 35 USC § 103 

30. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

31. The factual inquiries set forth in Graham Y.John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 
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32. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lew as applied to Claim 1 
above, and further in view of Gaines. 

33. As to Claim 9, Lew teaches: at least one set of instructions for an emulated operating 
environment stored in memory (column 3, line 66-column 4, line 1, column 4, lines 18-26, 33-36). 

34. Lew does not expressly teach the at least one set of instructions in the memory further comprises 
multiple sets of instructions for several different operating systems. 

35. Gaines teaches at least one set of instructions in the memory further comprises multiple sets of 
instructions for several different operating systems (column 5, lines 4-18, 48-50) wherein the different 
operating systems are the host virtual operating system and the host operating system. Furthermore, the 
host virtual operating system can be programmed to include instructions for a plurality of operating 
systems. 

36. It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the set of instructions in memory as taught in Lew to include instructions for different 
operating systems as taught by Gaines (column 5, lines 4-18, 48-50) since both Lew and Gaines are 
directed to emulating an operating environment on a host or native operating system. 



Response to Arguments 

37. Applicant arguments files on 9/14/04 have been considered but are not persuasive. 

38. Applicant argues that the specification provides adequate enablement to support the claims. 
While the specification does discuss the physical components of the system, the specification does not 
adequately describe the steps necessary to enable the invention, for example, how the instructions for the 
emulated operating environment are executed and how the task management functions are executed. 

39. Applicant argues, "The emulated system, as amended in Claim 1, had a processor to run an 
original operating system and execute the set of instructions to create the emulated environment. In Lew, 
the multiple platform modules run an application, they do not create the emulated environment", (page 
11, paragraph 4). 

40. As to the above argument, it is noted that, as per Claim 1, Lew teaches a processor to run an 
original operating system and execute a set of instructions to create an emulated environment (See 
paragraph 1 1 above). The X86 platform modules are executed using the emulator, thereby, creating an 
emulated environment. 

41 . Applicant argues, ". . .the emulation system must be connected to the host computer, This is not 
shown, taught or suggested by Lew" (page 1 1, paragraph 5). 
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42. As to the above argument, Lew teaches that the emulation system is connected to the host 
computer (Figure 2, element 211). The emulator is connected to the host system, enabling it to translate 
the code from the X86 platform to code for the native platform. 

43. Applicant argues, "Lew does not teach a connector that connects an emulated system with an 
emulated operating system to a host computer" (page 12, paragraph 3). 

44. As to the above argument, Claims 2-6 refer to "the connector", wherein Claim 1 states "a 
connector, operable to connect the memory to a host computer". Therefore, there is nothing in the claim 
language that implies that the connector connects the emulation system to the host computer. The claims 
read as if a memory is connected to a host computer. 

45. Applicant argues, "Lew mentions that the host computer may be compatible with multiple 
operating systems and platforms, but not that the emulation system is of a different operating system than 
the host computer" (page 12, paragraph 4). 

46. As to the above argument, Claims 7-10 give no indication that the emulated operating system is a 
different operating system than the host computer. 

47. Applicant argues, "Lew may teach that the user input designating a set of instruction may be 
directed to an application, but not to the creation of the emulation environment. This is not the same as 
the user selecting the environment to be emulated, the system making the selection automatically, as in 
claims 12 and 13" (page 12, paragraph 5). 

48. As to the above argument, claims 12 and 13 are directed to designating the set of instructions 
loaded from memory, there is no indication in the claim language that the user is selecting the 
environment to be emulated and that the system makes this selection automatically. 

49. Applicant argues, "The emulation system being connected to an accessory device is not shown by 
Lew" (page 12, paragraph 5). 

50. Lew teaches the emulation system is connected to an accessory device (column 3, line 46-column 
4, line 6) wherein the emulation system resides on the host computer and the host computer is connected 
to an accessory device, therefore, the emulation system is connected to the accessory device. 

5 1 . Applicant argues that Lew does not insulate the two operating systems (page 13, paragraph 1). 

52. As to the above argument, Lew teaches that a module will fail to execute it is not compatible with 
the native platform and the system will fail to load the application if that is the case (column 6, lines 36- 
42). While this may imply that the operating system is insulated from an incompatible module that will be 
emulated by another operating system, Lew does not expressly teach the operating systems are insulated 
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from one another. However, an updated search has revealed Gaines, which discloses the amended 
teachings in claims 15-19. 



Conclusion 

53. The prior art made of record, see PTO-892, and not relied upon, is considered pertinent to 
applicant's disclosure. Careful consideration must be given prior to Applicant's response to this Office 
Action. 

54. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in37CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

55. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Mary C. Hogan whose telephone number is 571-272-3712. The examiner can normally be 
reached on 7:30AM-5PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kevin Teska can be reached on 571-272-3716. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. Information regarding the 
status of an application may be obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions 
on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 

Mary C. Hogan 
Assistant Patent Examiner 
Art Unit 2123 




